United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3-1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/784,648 



02/15/2001 



7590 



03/21/2006 



Eric S Chen 
Pillsbury Winthrop LLP 
Suite 2800 

725 South Figueroa Street 
Los Angeles, CA 90017-5406 



William Melo 



71525-255379 



5561 



EXAMINER 



KESACK, DANIEL 



ART UNIT 



PAPER NUMBER 



3624 

DATE MAILED: 03/21/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/784,648 


Applicant(s) 
MELO ET AL. 


examiner 

Dan Kesack 


Art Unit 
3624 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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DETAILED ACTION 



1. This application has been reviewed. Original claims 1-25 are currently pending. 
The rejections are as stated below. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 3, 6, 9-11, 13, 16, 18, 20, 23 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Kroll et al., U.S. Patent No. 5,258,906. 

Claims 1, 3, 9, 10, 16, 18, 23, Kroll discloses a device and method for 
automatically invoicing and crediting the user of a system from a location remote from 
the system, including circuitry to maintain usage information representative of 
cumulative customer usage associated with a device over a time period, storing said 
usage information on circuitry (column 3 lines 53-61), processes for transmitting a print 
job through a data communication network to a billing destination at a premises of the 
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customer, including commands for printing an invoice amount based on the usage 
information and billing contract rules, retrieving said usage information, and determining 
an invoice amount based on stored rules (column 3 line 62 - column 4 line 14). 

Claim 6, 13, 20, Kroll teaches the invoice amount being based on cost 
components, at least one of the cost components being based upon usage information 
(column 7 lines 31-43). 

Claim 1 1 , Kroll teaches the use of a modem as the communications device over 
the communications network (column 3 lines 35-36). 

Claim Rejections ■ 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at theitime the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kroll, as 
applied to claim 16 above. 

Kroll fails to teach using a proxy server to transmit data over the communications 
network. 

Official notice is taken that proxy servers are old and well known in the art. Proxy 
servers transmit information across a network more efficiently, and more securely than 
direct network connections. It would have been obvious to one of ordinary skill in the art 
at the time of the Applicants invention to modify Kroll to include the use of a proxy 
server in order to obtain the benefits of efficiency and security. 

7. Claims 2, 4 t 7, 8, 14, 15, 17, 21, 22, and 24 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Kroll et al. as applied to claims 1, 9, and 16 above, and 
further in view of Gillbury, U.S. Patent No. 5,870,140. 

Claims, 2, 17, Kroll fails to teach polling the device for usage information, having 
the circuitry for storing usage information. 

Gillberry teaches a method for the central computer to poll each device over a 
communications link (column 10 lines 15-18 and claim 14). It would have been obvious 
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to one of ordinary skill in the art at the time of the Applicant's invention to modify Kroll to 
include polling the device for usage information because this would help detect 
problems in a timely manner, and would provide periodically updated usage information, 
without the need for a user request, further automating the method and apparatus. 

Claims 4, 24, Kroll fails to teach storing usage information and billing destination 
in an external controller. 

Gillberry teaches circuitry for storing usage information and billing destination in 
an external controller (column 9 lines 1-4, figures 1,2). It would have been obvious to 
one of ordinary skill in the art at the time of the Applicant's invention to modify the 
invention of Kroll to include storing the usage data and billing destination in the external 
controller because this is more secure, and helps with reliability because the data is 
housed in a centralized location. 

Claims 7, 8, 14, 15, 21, Kroll fails to teach having the leaser of the device or the 
service contractor for the device as one of the billing party and determining the service 
schedule based on the information indicative of the amount of usage of the device. 

Gillberry teaches having the leaser or service contractor of the device as one of 
the billing party and determining a service schedule based on usage information, 
(column 10 lines 37-48). It would have been obvious to one of ordinary skill in the art at 
the time of the Applicant's invention to modify the teachings of Kroll to include having 
the leaser or the service contractor as the billing party because the leaser or the service 
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contractor owning the device would have the most direct interest in that device, and 
would therefore be the billing party in a case where another entity is using the device for 
a fee. It would have been obvious to one of ordinary skill in the art at the time of the 
Applicant's invention to modify the teachings of Kroll to include determining a service 
schedule based on usage because the service contractor would be able to service the 
equipment in a timely manner, and when it is most needed, at a predetermined time 
based on usage of the device. 

8. Claims 5, 12 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kroll et al. as applied to claims 1 , 9, and 16 above, and further in view of Savage at 
al., U.S. Patent Application Publication No. 2002/0026394. 

Claims 5, 12, 19, Kroll fails to teach the step of maintaining the usage information 
for distinct accounts defined by the customer having the invoice indicate a total invoice 
amount and portions thereof applied to each of the accounts. 

Savage teaches a method of aggregating account charges for a customer on 
plurality of customer accounts and presenting a combined billing for the customer 
(claims 1 and 2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
Applicant's invention to modify Kroll to include these steps taught by Savage because it 
creates a more manageable, convenient, customer-friendly interface for a client with 
multiple accounts, such that all invoices may be checked and completed in a single 
transaction. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dan Kesack whose telephone number is 571-272-5882. 
The examiner can normally be reached on M-F, 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 571-272-6747. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



HANI M. KAZIMI 
PRIMARY EXAMINER 




